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DETAILED ACTION 

Response to Amendment 

In response to applicant's amendment received 3/14/08, all requested changes 
have been entered. 

Response to Arguments 

Applicant's arguments filed 3/14/08 have been fully considered but they are not 
persuasive. The argument presented is that the McFarland reference discloses the 
printing of a label for a optical storage disc and then the application of this label to the 
optical storage disc. The applicant's invention is printing directly to the optical storage 
disc. The arguments further say that the images printed in McFarland is larger than the 
area of one side of the disc and thus would get the tray dirty if printing directly on a 
optical storage disc. This point is well taken, but is a restrictive interpretation of the 
McFarland reference. 

McFarland also discloses in column 2, lines 43-54 that the image may be directly 
printed on the optical storage disc and that a quick drying ink is used so that the image 
printed does not smudge. Also see column 6, lines 1-16 that in this case, the 
boundaries of the disc can presented to the user and the user can select a layout. 
While McFarland does no go into explicit detail, it would be obvious to one of ordinary 
skill that it is presenting to the user different ways to print a label properly on an optical 
storage disc and allowing the user to see which parts of an image would overflow the 
label and which parts of an image would be part of the label. This seems to be in the 
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same field of endeavor as the applicant's invention and thus McFarland still 
teaches/suggests the amended features claimed. 

Furthermore, the independent claims only call for a disk shaped recording 
medium. Only certain dependent claims explicitly state a CD or DVD. Thus, the 
independent claims can still be rejected using a label layout such as those in Figs. 4-6. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 7-10, and 13 rejected under 35 U.S.C. 103(a) as being unpatentable 
over McFarland (U.S. Patent No. 6,903,760). 

Regarding claims 1,7, 13, McFarland discloses an image processing method 
which is used to confirm a layout when an image is formed onto a first recording 
medium on the basis of an application, the first recording medium being of a disk shape 
and set in a dedicated tray of a printer, said method comprising: 

an image forming step of forming the image based on said application; (Fig. 4) 

and 
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a display control step of controlling a process for displaying an outer 
circumference of the first recording medium and outer and inner boundaries, defining a 
label area there between inside the outer circumference and displaying the image so 
that a portion corresponding to an inside of the first recording medium of the image 
formed in said image forming step corresponding to the label area and a portion of the 
image corresponding to an area which would overflow the label area first recording 
medium can be discriminated, (One can see in Figs. 4-6 that there are certain 
boundaries that would be separate the inside labels area of the disc and outside the 
label area. For example, item 31 0 is the label for the CD, whereas areas outside 31 0 is 
overflowing the area of the CD as defined by groove 320) 

wherein the label area is suitable for printing on the first recording medium. 
(Again, from above, it is clearly defined which area of the entire image would be suited 
for printing on a disk shaped label. Also, one can take the interpretation of printing 
directly on the optical disc from the arguments above. In that case, it would have been 
obvious to the user that only the label portion inside the image would be printed on the 
recording medium. It would not make sense to print the areas outside the boundaries of 
the disc since that would go against the functionality of a CD/DVD printer) 

The Examiner is making a 103 rejection because of the shape of the medium. 
The McFarland reference does not explicitly disclose that the first recording 
medium is of a disk shape. 
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The first recording medium, identified as a label in Fig. 3 of McFarland is 
arguably being of a disk shape, or at least contains a disk shape. One can reasonably 
interpret the area 220 to be a first recording medium. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have used a disk shaped medium. 

The motivation would have been to be able to visually compare how an image 
would be printed on a CD. 

Therefore, it would have been obvious to use McFarland or to slightly alter it to 
obtain the invention as specified. 

Regarding claims 2, 8, McFarland discloses further comprising a discriminating 
step of discriminating, by a discriminating unit, whether a first mode of forming the 
image onto the first recording medium has been set or a second mode of forming the 
image onto a second recording medium having a shape mismatched with the dedicated 
layout has been set, (Fig. 3 and Fig. 6 discloses two shapes that the image can be 
printed on. The difference in shapes is a mismatch) 

wherein if it is determined in said discriminating step that the first mode has been 
set, said display control step is executed. (Fig. 7, item 600. The act of displaying can be 
printing the desired image on a medium or showing it in various layouts) 
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Regarding claims 3, 9, McFarland discloses A comprising a recognizing step of 
recognizing a size of the first recording medium as a type of the first recording medium 
in accordance with contents of an instruction from a user, (Fig. 7, item 600, 605 - the 
user is able to select from a default medium, with set size or from another storage 
media size) 

wherein said display control step is controlled in accordance with the type of the 
first recording medium recognized in said recognizing step, (again, the layout or print 
shown would be, for example, in Fig. 4 or Fig. 6 depending on the type of medium to 
label) 

Regarding claims 4, 10, McFarland discloses further comprising a recognizing 
step of recognizing a type of the first recording medium, (Fig. 7, item 600 selected a 
default medium, which indicates the system automatically knows its parameters, such 
as size) 

wherein said display control step determines and displays the outer and inner 
boundaries in accordance with the type of the first recording medium recognized in said 
recognizing step. (Fig. 7, would show a layout that corresponds to the default medium, 
which is a 12cm optical disc - column 6, lines 51-61 . Figs. 4-6 shows the different 
boundaries for different types of mediums) 
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Claims 5, 6, 11 and 12 rejected under 35 U.S.C. 103(a) as being unpatentable 
over McFarland (U.S. Patent No. 6,903,760) in view of Onodera (U.S. PG Pub. No. 
2001/0026531) 

Regarding claims 5, 1 1 the McFarland reference discloses various layouts for CD 
labeling 

It does not explicitly disclose a selecting step of selecting, by a selecting unit, 
whether said display control step is executed or not, 

wherein if it is determined in said discriminating step that said second mode has 
been set and if it is selected in said selecting step that said display control step is 
executed, said display control step is executed." 

However, Onodera shows in Fig. 13 shows that the display preview is selected 
and a print preview is shown to the user. Combined with the fact that the McFarland 
reference shows two different types of recording mediums, it would been obvious to 
have showed a preview for the second type. 

McFarland and Onodera are combinable because both are in the art of printing 
labels for CDs. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have included a setup of whether to preview. 

The motivation would have been to allow users to preview images so that they 
can be sure that a label would be printed correctly. 
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Therefore, it would have been obvious to combine McFarland and Onodera to 
obtain the invention as specified. 

Regarding claims 6, 12, the secondary reference, Onodera discloses wherein 
said image processing method is a method which is used to display a print preview of 
print data formed by an arbitrary application before the print data is print-processed, an 

in said display control step, in the case of print-outputting the print data onto 
the first recording medium in a disk shape including a CD or a DVD, a process for 
displaying the image so that a difference between a portion which is printed onto the 
first recording medium and a portion which would overflow the first recording medium 
can be visually discriminated, (the McFarland reference shows various labels that are 
printed. It just does not go into much details regarding a print preview. However, 
Onodera shows a method for print previewing a printed image. Since print preview 
have long been known, it would have been obvious to have incorporated a print preview 
with the McFarland reference.) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yixing Qin whose telephone number is (571)272-7381 . 
The examiner can normally be reached on M-F 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on (571 ) 272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

YQ 

/David K Moore/ 

Supervisory Patent Examiner, Art Unit 2625 



